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Why should 
Universities care 

about Intellectual 
Property?

Build 
Partnership

Impact

Create 
Jobs

Promote the 
University

Protect 
Market 
Share

Research 
Funding



Why should we 
care about 
Intellectual 
Property?

Recognition

Authority

Excitement

Wealth



Intellectual Property: Acknowledgement



IPRs

Definition, 
type of IP and 
relevant laws  

How the 
Rights exist?

• Patent
• Industrial Design
• Copyright
• Trademark
• New Plant Variety
• Trade secret

• Sole research
• UPM’s institutionalized 

research
• Commission 

/Consultancy work



Intellectual Property refers to “all rights resulting 

from intellectual activity in the industrial, scientific, 

literary or artistic fields” (WIPO). 

Intellectual Property 
• IP refers to creation of the 

minds: incl. inventions; 
literary & artistic works; 
designs; and symbols, names 
& images used in commerce 
(source: WIPO)

• An intangible asset

Intellectual Property Rights

• Rights given to persons over 
the creations of their minds

• Creators get exclusive rights 
over the use of his creation

• Only for a certain period of 
time

(WTO,2015)

Intellectual Property: Concept & Overview



NEW 
IDEAS

Common 
knowledge/Fact

Not Protectable
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Intellectual Property Protection

Comes into existence 

upon REGISTRATION
ü Patents

ü Industrial Designs

ü Trademarks

ü Geographical Indications

ü New Plant Varieties

NO 
REGISTRATION 

required
üCopyright

üLayout-Design of  

Integrated Circuits



PATENT

®



PATENTABLE 
INVENTION

Idea of 
inventor 

Solution to specific 
problem

Related to 
product @ 

process

Novelty
-compare to closest 
prior art
: MyIPO, Patentscope, 
Espacenet, Patent Lens,
Google Patent



Freedom to operate

• Just because you can get a patent does not 
mean you can use it.

• We can use others 
patent, if:

- Allowed via licensing;

- Patent in public 
domain,

- Patent not protected 
in country of 
intended use



Unpatentable Invention:

Ç Discoveries, Scientific theories, 
Mathematical methods;

Ç Plant @ animal varieties @ essentially 
biological processes for the production 
thereof;

Ç Method for doing business, performing 
purely mental acts@ playing games;

Ç Treatment @ diagnostic method on 
human @animal body.

Except apply to products 
used in any such methods



• New

• Involves an Inventive Step (non-
obvious)

• Capable of Industrial Application

PATENT

• New

• Capable of Industrial Application

UTILITY 
INNOVATION

Protection for Inventions



Priority Date:

• First-to-File principle: Owner is the person 
who files first. 

~  Do NOT disclose before filing.

• What happen if we disclose before filing?
~  ‘Disclose’ includes publish, share to 

others orally or in writing, or clearly indicated 
in photos. “You can kill your own patent”.

~    Grace period varies per country.



International  Application:
Patent Cooperation Treaty (PCT)
PCT system is a patent application “filing” system, not 
patent “granted” system. 
~ No PCT patent or international patent granted.

File 
application 
at MyIPO

File PCT 
application

International 
search 
report

Application for 
International 
Preliminary 
Exam

PE & 
Patentability 
Report 

(month)

0 12 16 18 22 28 30

*International 
Publication National Phase

AuPO, EPO, 
KIPO @ JPO

WIPO



END

Start

Receive of Malaysian 

Patent Appl.

Evaluation of Appl

Inform Desicion

Improvement

Appoint Patent Agent

File Patent Appl

Receive Certificate of 

Filing

Substantive Examination

Receive Certificate of 

Grant

Evaluation of Appl

Filed Overseas

Received Report 

Support?

YES

NO

Grant?

YES
NO

File Oversea?

NO
YES

Support

YES

NO

Amendment

Need 

Improvement

?

NO

YES



INDUSTRIAL DESIGN

®



Registrable Industrial  Design:
• Fulfill the interpretation of ID
~ features of shape, configuration, pattern or ornament 
applied to an article by any process or means; finished 
article appeal to the eye & judged by the eyes..

• New in Malaysia & elsewhere (NOVELTY)
~ 6 months grace period (post 1/7/2013)
~ Compare with existing designs:  Google image, WIPO 
Global Design Database

• Not contrary to public order or morality



Filing Requirements:
ü Registration and examination system 

- applied the principle of “first to file”
- protection rights for  initial 5 years from the date of filing 
(renewable terms 5+5+5+5 years): Max 25 years
ü Right of priority under the Paris Convention - allows to claim 

the earliest date of filing  application within the 6 months 
period

01.01.2014

First  filing

Filed  worldwide with Priority 
Claimed (6 months)

Prior design 
disclosed

Industrial Design 
prosecution

30.06.2014



NOT Industrial  Design:
1) A method or principle of construction

2) The features of the article are dictated solely by 
function

3) The features depend upon the appearance of 
another article which forms the integral part of that 
article

4) It differs only in immaterial details or features

5) The features do not have a clear aesthetic 
appearance



TRADE MARK

®SMTM



s. 3(1) of TMA 1976: άƳŀǊƪέincludesa
device, brand, heading, label, ticket,
name, signature, word, letter, numeral or
any combinationthereof;

“trade mark” …to indicate a connection in the 
course of trade between the goods or services 
& the proprietor or registered user….



What is a Trade Mark?

Device

Wording

Signature

Slogan

Numbers

Combination



Securing the Trade Mark:
1) Registrability:   NOT generic , immoral, descriptive of 

quality or character, geographical name or surname
[eg: Kleenex ; Ooomphies;  MeeSedap;  Serdang; Tamin; 

Putra]

2) Availability:
- NOT identical or confusingly similar to a prior registered 

mark
- NOT used in the same market & in connection with 

similar goods or service



Trademarks Dispute

• Similar / confusing logo

• Using others logo without 
license on product / service 
of same class

• Counterfeit products with 
logo of others

• Using of non-use logo of 
others

• Domain name 
(cybersquatting)





Nice Classification:

45 Classes

-goods (1 - 34); services (35 -

45)

*refer to MyIPO website or WIPO 

website



COPYRIGHT

©



“Copyright laws are not concerned with 
reproduction of ideas however original 
they are but are merely concerned with 
the reproduction of the forms in which 
the ideas were expressed”

Goodyear Tire & Rubber Company & Anor. v. 
Silverstone Tire and Rubber Co. Sdn. Bhd. 
[1994] 



Categories of Copyright Work
Literary Work

•Includes any  form of writings, play, dramas, script, pantomime, works of reference, 
lectures, sermon, letters, tables, compilation, computer program (excl. official texts of 
Government/ statutory bodies of legislative /regulatory in nature / judicial decisions)

Musical Work

• Any musical work, & incl. works composed for musical accompaniment

Artistic Work

• Graphic  work, photograph, sculpture, collage  irrespective of artistic quality;

Architectural work (building / its model); work of artistic craftmanship

Film

• Fixation of  a sequence of visual images on material  of any description

Sound Recording

• Any fixation of a sequence of sound excluding soundtrack

Broadcasting

• Transmission by wire or wireless means

Derivative Work

• Translation, adaptation, arrangement ,  collection of works / mere data that constitute 
intellectual creation



“computer programs” 
means an expression, any language, code
or notation of a set of instructions
(whether with or without related
information) intended to cause a device
having an information processing
capability to perform a particular function
either directly or after either or both of
the following:
(a) Conversion to another language, code or 

notation;
(b) Reproduction in different material form

32



“Musical works” means

any musical work, and includes works composed for 
musical accompaniment

“Artistic works” means

a) A graphic work, photograph, sculpture 
or collage irrespective of artistic 
quality;

b) A work of architecture being a building 
or a model for a building;  or

c) A work of artistic craftsmanship

33



“Derivative works”
• The following derivative works are protected as 

original works: 

(a) translations, adaptations, 
arrangements and other 
transformations of works eligible 
for copyright; and 

(b) collections of works or collections 
of mere data, whether in machine 
readable or other form, works 
eligible for copyright which, by 
reason of the selection and 
arrangement of their contents, 
constitute intellectual creation. 

34



*No registration requirement; Automatic 

upon expression of idea / creation of work

Literary, Musical & Artistic 
Work

• Sufficient effort (skill, 
expertise & judgement) 

• Work written down, 
recorded / otherwise 
reduced to material form

• Duration: Lifetime + 50 
years

Films, Sound recording, 
Broadcast, Published editions

• Duration: 50 years 

• Derivative works:  for collection of works / compilation of 
mere data in machine readable / other form:  ~need to 
prove as an intellectual creation via selection & 
arrangement of the contents



Idea/ 
Concept

Procedure

Math 
concept

Operational 
Method

Facts

Findings



37

Fair Dealing 

• A permissible act done by a non-
owner;

• Only for purposes of non-profit 
research, private study, criticism, 
review or the reporting of current 
events, 

• if such use is public, it is 
accompanied by an 
acknowledgement of the title of 
the work and its authorship 



Good practice 
• Write at the footnote:

1) The Copyright Symbol (either © ; (C); the word “Copyright”)

2) The Year of the Creation 

(when it was published. When it cover several years like blogs or course 

syllabus, can use hyphen to designate a range; eg “2005-2015”)

3) The Name 

(use to identify yourself. Can also be business name, site name, 

pseudonym / any appropriate name that designates who the copyright 
holder is).

4) A Rights Statement

(“All Rights Reserved”[if don’t wish to allow copying]; may use Creative 

Commons license with “Some Rights Reserved”)



UPM application form
(download from 

http://www.reg.upm.edu.my/eISO/

IP 

evaluation 

meeting

Not 
supported

End

Receive a softcopy of  

source code &/ module  

in CD  from inventor 

supported

Screening ; prior art 
done is checked

Prepare for 

Voluntary 

Notification

File to MYIPO

Correction 
based on 

comments
Pending

• Form CR1/CR2/CR3
• Statutory declaration
• Deposit the work
• Payment of fee

• One off- no renewal, 
only updating 
information

• ‘Sijil Pemberitahuan
Hakcipta’ – prima 

facie evidence



New Plant Varieties

®



Section 13(1)(b) of the Patents Act 1983:

plant or animal varieties or essentially 
biological processes for the production of 
plants or animals, other than man-made 
living micro-organisms, micro-biological 
processes and the products of such micro-
organism processes, cannot be patented.



New Plant 
Varieties

Not under 
MyIPO, but 
MoA

Variety: plant grouping of same species.
- Expression of the characteristics resulting from a given 

genotype / a combination of genotypes
- Distinguishable, plant grouping by the expression of 

characteristics
- As a unit with regard to its suitability for being 

propagated unchanged

New Plant 
Varieties Act 
2004 



Product of plant varieties resulted from:

i- grafting

ii- cross pollination

iii- genetic engineering 



Condition Requirements Duration for 
Protection (From 
Date of Filing)

S. 14 (1) of 
PNPV Act 2004

New, Distinct, Uniform, 
Stable & of Suitable 
Denomination

Trees & vines: 25 yrs
Other crops: 20 yrs

S. 14 (2) of 
PNPV Act 2004

New, Distinct, Identifiable & 
of Suitable Denomination
for plant variety bred / 
discovered & developed by 
a farmer/ local community/ 
indigenous people

Trees & vines: 15 yrs
Other crops: 15 yrs



Novelty / New
If on the filing date of application:
- the propagating or harvested material has not 

been sold or otherwise disposed off on a 
commercial basis by or with the consent of the 
breeder :
~within Malaysia earlier than one year (>1 yr),      

~ in other countries earlier than six years (>6 yrs) 
in respect of trees and vines and

~ earlier than four years (>4 yrs) in respect 
of other plant varieties

D
isclo

su
re



Does not cover the following 6 acts done for:

(a) Privately use for a non-commercial basis;

(b)Experimental purpose;

(c)Breeding other plant varieties

(d) Propagation by small farmers using the harvested material of 
the registered plant variety planted, on their own holdings;

(e)Exchange of reasonable amounts of propagating materials 
among small farmers; and

(f) The sale of farm-saved seeds by small farmer who cannot 
make use of it due to factors beyond the control of the small 
farmer, if the amount sold < in his own holding.
(Size of a holding ≤ 2 hectares)



Listerine; WD-40; Lena 
Blackburne's Baseball 
Rubbing Mud
KFC; Coke; Big Mac Special 
Sauce, 
Google's proprietary search 
algorithm, PageRank.

Cadbury and Rowntree Candy espionage

5ǳtƻƴǘ /ƻΦΩǎ ǎŜŎǊŜǘǎ ŦƻǊ ŎƭŜŀƴƭȅ ƳŀƴǳŦŀŎǘǳǊƛƴƎ 
the ubiquitous white pigment found in paper 
and plastics

http://www.google.com/corporate/tech.html


• No procedural formalities for protection
• Protectable for unlimited time; provided the holder observe 

secrecy.
As a guideline:
Art. 39 of the Agreement on Trade-Related Aspects of Intellectual 
Property Rights (TRIPS Agreement):
•The information must be secret (i.e. it is not generally known 
among, or readily accessible to, circles that normally deal with the 
kind of information in question).
•It must have commercial value because it is a secret.
•It must have been subject to reasonable steps by the rightful 
holder of the information to keep it secret (e.g., through 
confidentiality agreements).

Source: WIPO, 2014



SUMMARY of IP







Note:
- Who should 
determine the terms 
of the NDA?
- Where to obtain 
the draft NDA in 
UPM?
- Who has the 
authority to sign in 
UPM?



How the IP Rights 
exist?



UPM is empowered by the Universities & 

University Colleges Act 1971 (Act 20)  to create a 

policy / guideline relating to Research & 

Innovation 

(Zinatul & Norliah, 2013) 



Intellectual Property Rights

• Owner/ Creator got exclusive rights:

~  for a legally prescribed duration

~  to exclude / prohibit unauthorised use by others

~  can sell, grant licence / rent with monetary consideration 
/ royalty

Protection within prescribed duration:  

- promote publication & dissemination of information / 
knowledge.

- Period expired  ~ becomes public domain.



Intellectual Property Rights

• Owner/ Creator got exclusive rights:

~  for a legally prescribed duration

~  to exclude / prohibit unauthorised use by others

~  can sell, grant licence / rent with monetary consideration 
/ royalty

Protection within prescribed duration:  

- promote publication & dissemination of information / 
knowledge.

- Period expired  ~ becomes public domain.



Ownership of IP

• Inventor may / may not be the owner

• Non- owner:

- Employee in the course of employment  & within the 
scope of employee’s duties 

- Employee using employer’s facilities (subject to 
remuneration)

- Person receiving commission

*subject to any provisions to the contrary in the   
agreement between them

• Institutional policy on ownership



The Legal 
Framework

National IP Policy

UPM IP Policies

Old





Generally, IP produced by 
the teacher, student or staff, 
& any other person incl. 
visitors involved in the 
University’s programme
shall belong to the 
University

Institutionalised
research scope









UPMIP

• Visit www.upmip.upm.edu.my

• Register as ‘Researcher’ (login using UPM ID)

• Once approved, login (using UPM ID) and fill in 
the relevant Form

• Submit after correctly filled in all parts of the 
form

Copyright 2016-2017. DrZMI_UPM 64
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Recommended!

• Plan your research journey to 
commercialization:  Know the freedom to 
operate;

• Get the grants: RMC, TNCPI

• What’s next after filing the IP?

~ Licence, Next grant for prototype /upscaling, 
Innohub?

- What is PSP’s role?



PUTRA SCIENCE PARK (PSP)
UPM’s Technology 

Management Office



BUSI. DEVELOPMENT 
UNIT

En. Ahmad Zakir
Datoô Wira Jaôafar

Executive Officer

PUTRA IP DIVISION

DEPUTY DIRECTOR
Dr. Zahira Mohd Ishan

INNOVATION PROMOTION & 
MARKETING DIVISION 

DEPUTY DIRECTOR
Dr. M. Fakri Zaky Jaôafar

EDU-PARK DIVISION

DEPUTY DIRECTOR
Prof. Madya Dr. Faridah

Qamaruz Zaman

DIRECTOR

Prof. Madya Dr. 

Samsilah Roslan

DEPUTY VICE-CHANCELLOR (R&I)UPM INTELLECTUAL 
PROPERTY 
MANAGEMENT 
STRUCTURE

HUMAN RESOURCES SUPPORT

1 Assistant Registrar
• 3 Research Officer
• 4  Executive Officer
• 2 Science Officer
• 1 Secretary
• 4 Asst. Administrative Officer
• 1 Asst. Research Officer
• 1 Asst. Publishing Officer
• 1 Designer
• 3 Administrative Assistant
• 1 Lab Assistant
• 1 Publishing Assistant
• 1 Photographer
• 2 Research Assistant

INTELLECTUAL PROPERTY MANAGEMENT PROGRAM

INNOHUB

Dr. Wan Nurhayati Wan Ab. 
Rahman

Coordinator of Innohub

Prof. Dr.-Ing. Ir. Renuganth 
Varatharajoo (Acting 

DVC(R&I))



• Commercial Consultancy Services

• Innovative Human Capital Development

• Coordinate accreditation, services & promotion of 
centralized equipments & facilities

Administrative 
Division

• Manage UPM’s IP protection and maintenance

• Increase IP protection awareness

• Manage technology transfer process

• Manage and monitor licensing documentation

PUTRA IP Division

• Promote and market UPM’s research and innovation

• Manage IP Pre-Commercialization (C & D)

• Promote UPM’s  laboratory facilities and equipment

• Market Intelligence and Strategic Planning

Innovation Promotion 
& Marketing Division

• Manage and coordinate Edu-Park  programs

• Promote and manage  UPM R,D,C & E road to visitorseDU-Park Division



Thank You
Contact:

Putra IP Division
Putra Science Park

Office of DVC (Research & Innovation)
Universiti Putra Malaysia

03 -89471286
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